Appl.No. 10/682,420 
Atty. Dkt No. 042049-0106 



Remarks 

Status of the Amendment filed December 9, 2004 

An amendment was filed December 9, 2004, but was not addressed in the outstanding 
action. Accordingly, consideration of the amendment is respectfully requested in the next Office 
action. 

Disposition of the claims 

Claims 1-22 have been canceled without prejudice or disclaimer to Applicants' filing one 
or more continuing applications directed to previously presented subject matter. 

Claims 23-24 and 34 were previously amended in Applicants' Response to Restriction 
Requirement filed October 15, 2004. 

Claims 23-33 and 35-37 were withdrawn following Applicants' election of claim 34 in 
response to the Restriction Requirement. 

Claims 38-73 were requested to be added in the amendment filed December 9, 2004. 
Therefore, it is believed that claims 34 and 38-73 are pending, although claims 38-73 may not 
have been entered at the time of mailing of the action. 

Objection to the specification 

The action requested that the cross-reference to related applications in the present 
specification be amended to refer to the patent number of the '245 application (the parent 
application of the present ' 1 80 application). Office action, 2-3. This request prompted the 
present amendment to the specification. Thus, the objection should be withdrawn. 

Rejections under § 102(e) 

Claim 34 was rejected as anticipated under § 102(e) by U.S. Pat. Application Publication 
No. 2002-0146432, U.S. Pat. No. 6,391,314, and U.S. Pat. No. 6,368,601. A patent may 
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anticipate a claim only if it implicitly or explicitly describes each and every element in the claim. 
MPEP §2131. Moreover, the patent must direct those skilled in the art to the presently claimed 
invention without any need for picking, choosing, and/or combining various disclosures in the 
patents not directly related to each other by the teachings of the cited reference. See In re Arklev , 
172 U.S.P.Q. 524 (C.C.P.A. 1972); see also M.P.E.P. § 706.02(a) ("For anticipation under 35 
U.S.C. 102, the reference must teach every aspect of the claimed invention either explicitly or 
impliedly.") If, however, a single element is not described by the patent, then that patent fails to 
anticipate the claim. Similarly, a reference must be enabling as to the claimed subject matter in 
order to be an anticipatory reference. 
The ( 432 publication 

The rejection reads as follows: "The ['432 publication] taught a method of detecting 
porcine circovirus in a sample of physiological fluid (claim 36)." Office action at 3. After 
considering the cited passage, one of ordinary skill in the art would conclude that the '432 
publication failed to describe or enable the presently claimed invention before the effective date 
of the presently rejected claim. 

Claim 36 of the '432 publication reads, with emphasis added to highlight relevant terms, 
as follows: 

36. Method of detecting porcine circovirus, in which, in a sample 
of physiological fluid or a sample of tissue of a pig to be tested, a 
test is carried out for the presence of an antigen by seeking to 
detect either the antigen itself or the antibodies directed against 
this antigen. 

The '432 publication, p. 16 (emphasis added). It is respectfully submitted that this passage at 
best contains a plan or an invitation to detect an antigen, none of which were enabled in the '432 
publication as made by Allan et al. Indeed, the '432 publication's base application issued as U.S. 
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Patent No. 6,660,272, without a claim such as Claim 36 which was published in the '432 
publication. In fact, Claim 36 was canceled prior to any substantive examination of that 
application. As such, there was no determination during prosecution of the application 
published as the f 432 publication of sufficient written description or enablement for its published 
Claim 36. 

Furthermore, conspicuously absent from a fair reading of the 6 432 publication is any 
identification of either a particular antigen or a particular antibody to any antigen. Thus, the '432 
publication must be modified in order to reach the presently rejected claim. Such picking and 
choosing does not meet the standard of anticipation under § 102. Furthermore, there would have 
been no reasonable expectation of success based on the meager amount of information provided 
in the '432 publication relating to biological activity. 

As a result, the cited passage fails to describe all the elements of the rejected claim. That 
means the cited passage of the '432 publication fails to anticipate the presently rejected claim. 
Thus, the rejection should be withdrawn. 

The '314 patent and the '601 patent 

The rejection over the '314 patent reads as follows: "The ['314 patent] taught . . . [the] 
method of detection of the porcine circovirus (see column 5, lines 55-62)." Office action at 3-4. 
The rejection over the '601 patent parallels this rejection but cites column 5, lines 33-40. Office 
action at 4. Yet, neither the '314 patent nor the '601 patent describes the presently claimed 
invention before the effective date of the presently rejected claim. 

A representative cited passage reads, with emphasis to highlight the relevant language, as 
follows: 

These second, third and fourth reagents may be used in a 
diagnostic method, a subject of the invention, in which a test is 
carried out, on a sample of physiological fluid (blood, plasma, 
serum and the like) or a sample of tissue (ganglia, liver, lungs, 
kidneys and the like) obtained from a pig to be tested, for the 
presence of an antigen specific for a circovirus according to the 
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invention, by seeking to detect either the antigen itself, or 
antibodies directed against this antigen. 

The '314 patent, col. 5, 11. 55-62 (emphasis added); see also the '601 patent, col. 5, 11. 33-40. It is 
respectfully submitted that each cited passage at best contains a plan or an invitation to detect an 
antigen, none of which were described or enabled in either the '314 patent or the '601 patent as 
made by Allan et al. Furthermore, conspicuously absent from a fair reading of either the '314 
patent or the '601 patent is any identification of either a particular antigen or a particular 
antibody to any antigen. Thus, both the '314 patent and the '601 patent must be modified in 
order to reach the presently rejected claim. Such picking and choosing fails to meet the standard 
of anticipation under § 102. Moreover, there would not have been a reasonable expectation of 
success (enablement) as to the subject matter of the claimed invention based on this publication. 

As a result, the cited passage fails to describe all the elements of the rejected claim. That 
means the cited passages of both the '314 patent and the '601 patent fail to anticipate the 
presently rejected claim. Thus, each rejection should be withdrawn. 

Notification of Related Application 

Applicants wish to update the Examiner as to related application information concerning 
the present family of applications. In the paper filed December 9, 2004, the Examiner's attention 
is directed to a new application filed December 9, 2004. U.S. application no. 1 1/007,798 was 
filed on December 9, 2004, which application is pending and claims the benefit of U.S. 
Application no. 10/682,420, filed October 10, 2003 (Pending ), which is a continuation of U.S. 
Application no. 10/637,01 1, filed August 08, 2003 (Pending), which is a continuation of U.S. 
Application no. 09/514,245, filed February 28, 2000, now Patent No. 6,703,023, which is a 
continuation-in-part of International Application no. PCT/FR98/02634, filed December 04, 1998. 
The mention of any application herein, including but not limited to the '798 application, is not a 
waiver of the application's secrecy. 
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Conclusion 



Reconsideration and reexamination are respectfully requested. 

Respectfully submitted, 



Date QG-\H-^S By ^A^oLj^^ 0*b t AH3 j ^ 

FOLEY & LARDNER LLP Stephen B. Maebius 

Customer Number: 22428 Attorney for Applicant 

Telephone: (202) 672-5569 Registration No. 35,264 

Facsimile: (202) 672-5399 

Should additional fees be necessary in connection with the filing of this paper, or if a petition for 
extension of time is required for timely acceptance of same, the Commissioner is hereby 
authorized to charge Deposit Account No. 19-0741 for any such fees; and applicants ) hereby 
petition for any needed extension of time. 
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